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1)13 Responsive to communication (s) filed on 17 November ?nnn . 
2aM This action is FINAL. 2 b)D This action is non-final 

Disposition of Claims 

4) H Claim(s) 1,2 and 4-29 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6M Claim(s) 1.2 and 4-29 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claims are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are objected to by the Examiner. 

1DD The proposed drawing correction filed on is: a)D approved b)D disapproved. 



12)Q The oath or declaration is objected to by the Examiner. 



Priority under 35 U.S.C. § 119 

1 3) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) 

a)DAJI b)D Some* c)D None of the CERTIFIED copies of the priority documents have been: 

1. D received. 

2. D received in Application No. (Series Code / Serial Number) . 

3. D received in this National Stage application from the International Bureau (PCT Rule 17 2(a)) 
* See the attached detailed Office action for a list of the certified copies not received. 

14) Q Acknowledgement is made of a claim for domestic priority under 35 U.S.C. & 1 1 9(e). 
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Claim Rejections - 35 USC £ 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

{ l^Si7l^tt7t^ 15 ldentiCa " y diSd ° Sed OT deScribed - " forth in 

^^^^ 

Claims 1, 2, and 4-29 are still rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tipton et al (4,594,378). 

Applicants amendments and arguments filed November 17, 2000 have been fully 
considered but they are not persuasive. As set forth in previous office actions, Tipton et al 
["Tipton"] teach polymeric compositions which exhibit improved shear stability in transmission 
and hydraulic fluids while maintaining high and low temperature viscosity characteristics. The 
polymeric compositions comprise a mixture of (A) at least one oil-soluble polymer, (B-l) at least 
one nitrogen-containing ester of a carboxy-containing interpolymer and/or (B-2) at least one oil- 
soluble acrylate polymerization product of at least one acrylate ester. The polymeric component 
(A) may comprise homopolymers prepared from C 3 -C 20 monoolefins such as butene and 
isobutene. See col. 3, lines 4 et sea. Number average molecular weights (Mw) of such polymers 
range from about 500 to about 100,000, and are preferably in the range of about 750 to 
about 10,000. See col. 2, lines 55-65 and the claims. Applicants amendment to claim 1 limiting 
the polymer component to one having a Mw less than 50,000 fails to distinguish this component 
over Tipton where a polymer having such a Mw is still encompassed. The acrylate 
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polymerizeration product, component (B-2), may comprise polyacrylates (when X=H) and 
polymethacrylates (when X=CH 3 ) as set forth in col. 4, lines 25-30. Components (A) and (B-2) 
of Tipton clearly encompass component (A) of the instant claims which may comprise mixtures of 
polymer component and Tipton teaches that components (A) and (B-2) combined add to 0.2% to 
about 30% by weight in either a transmission fluid or a hydraulic fluid. This overlaps the range 
of 15-40% by weight of the instant claims, which has now amended in claim 1 to an amount of 
from 20% to about 40%. The polymeric compositions of the prior art may also comprise 
component (C), at least one low temperature viscosity-reducing liquid organic diluent such as 
naphthenic oil, alkylated aromatic oils and synthetic carboxylic acid ester oils. See col. 18, line 13 
to col. 19, line 8. The diluent component of Tipton may be present in the composition in an 
amount of about 1% to about 35% by weight which encompasses the claimed range of about 10% 
to about 30% by weight for this component. This clearly encompasses fluidizing agent (B) of the 
instant claims. 

The base oils used in preparing the transmission fluids and the hydraulic fluids of Tipton 
may comprise either natural oils or synthetic oils. Mineral lubricating oils are set forth as an 
example of a preferred natural oil. See col. 23, lines 36 et seq. Tipton also allows for the 
addition of conventional lubricant additives to the composition in conventional amounts and 
include detergent/dispersants, extreme pressure agents, anti-wear agents and oxidation inhibitors. 
See col. 19, lines 24 to col. 23, top. This clearly encompasses components (C), (D) and (E) of 
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the instant claims. Thus, the examiner is still of the position that the composition of the instant 
claims is encompassed by the prior art to Tipton. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1. 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1. 136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing date 
of this final action. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Ellen McAvoy whose telephone number is (703) 308-2510. The examiner 
can normally be reached on M-F (7:30-5:00) with alt. Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marian Knode can be reached on (703) 308-43 1 1. The fax phone numbers for the 
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organization where this application or proceeding is assigned are (703) 305-5408 for regular 
communications and (703) 305-3599 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceed! 
should be directed to the receptionist whose telephone number is (703) 308-0661. 
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EMcAvoy 
January 18, 2001 



